1/ 5/ 00

THIS DISPOSITION
IS NOT CITABLE AS PRECEDENT Paper No. 13
OF THE T.T.A.B. RFC

UNI TED STATES PATENT AND TRADEMARK OFFI CE
Trademark Trial and Appeal Board
In re JH Thonpson Enterprises, Inc.
Serial No. 75/470, 627
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Enterprises, Inc.
Douglas M Lee, Trademark Exam ning Attorney, Law Ofice
108 (David Shall ant, Managi ng Attorney).
Before Cissel, Holtzman and Rogers, Adm nistrative
Trademar k Judges.
Qpi nion by Cissel, Adm nistrative Trademark Judge:

On April 20, 1998, applicant, a corporation of
Pennsyl vania | ocated in Erie, Pennsylvania, filed the
above-referenced application to register the mark “GREAT
LAKES | NSTI TUTE OF TECHNOLOGY” on the Principal Register
for “educational services, nanely, conducting career
training prograns in the cosnetol ogy, business and allied

health fields,” in Cass 41. The application was based on

applicant’s assertion that it possessed a bona fide
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intention to use the mark in commerce in connection with
the specified services.

The Exami ning Attorney refused registration under
Section 2(e)(2) of the Lanham Act on the ground that the
mar k applicant seeks to register is primarily
geographically descriptive of applicant’s services. In
support of the refusal of registration, the Exam ning

Attorney included a copy of an entry from Wbster’s New

CGeographical Dictionary for “Erie,” the place where

applicant is located, as “a city and port of entry” in the
nort hwest corner of Pennsylvania, “on Lake Erie.” The
Exam ni ng Attorney concluded that the primary significance
of the term “GREAT LAKES” is geographic, and that because
applicant’s services would emanate fromthe geographica
pl ace nanmed in the mark, an association between the
services and the place would be presuned. Al so included
with the refusal were copies of the results of a
conput eri zed search denonstrating the descriptive
significance of the term“INSTI TUTE OF TECHNOLOGY” in
connection with educational services recited in the
appl i cation.

Applicant responded to the Examining Attorney’s first
Ofice Action with both an anendnent to all ege use since

Sept enber 7, 1998 and argunment that the mark is not
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geographically descriptive because “[a] pplicant does not
provide its services in or on the G eat Lakes. Concededly,
Applicant is |ocated near the G eat Lakes, but proximty to
a geographic location is not enough to support a refusal
under Trademark Act Section 2(e)(2).” Applicant cited In
re Gale Hayman, Inc., 15 USPQ2d 1478 (TTAB 1990) for the
proposition that applicant’s |[ocation near one of the G eat
Lakes is insufficient to render its mark geographically
descriptive.

The Exam ning Attorney accepted applicant’s anmendnment
to all ege use, but was not persuaded by applicant’s
argunents as to the geographic descriptiveness of the mark,
so the refusal to register under Section 2(e)(2) the Act
was continued and made final. Submtted with the final
refusal were copies of stories retrieved fromthe Nexis®
dat abase of published articles which use “Great Lakes” as
the nane of the region in which Erie, Pennsylvania is
| ocated. Also included with the final refusal were copies
of five United States trademark regi strations wherein the
term “GREAT LAKES’ is disclainmd. The Exam ning Attorney
al so pointed to the speci nens of use submtted by
applicant, which indicate that the term “ GREAT LAKES’
refers to a geographic region. The specinens state that

“[i1]n Septenber 1998, in recognition of the regional



Ser No. 75/470, 627

service area of the institution, it (applicant) becane

G eat Lakes Institute of Technology.” The specinmens go on
to note that applicant “offers career progranms to the
residents of the G eat Lakes area.”

Applicant tinmely filed a Notice of Appeal, along with
a request for reconsideration. Action on the appeal was
suspended and the application was renmanded to the Exam ning
Attorney for reconsideration. He did not change his
position, however. Included with his action on applicant’s
request for reconsideration were additional naterials
retrieved by the Exam ning Attorney from vari ous websites
whi ch show use of the term “GREAT LAKES’ as the nane of the
region in which applicant is |ocated.

Bot h applicant and the Exam ning Attorney filed
briefs. Attached as exhibits to applicant’s brief were
copies of third-party registrations argued by applicant to
support its contention that the O fice does not
consistently require disclainmer of the term“GREAT LAKES,”
but the Exam ning Attorney properly objected to our
consideration of this evidence because it was not tinely
submtted. The record closes with the filing of the Notice
of Appeal. Trademark Rule 2.142(d) provides the procedure
for maki ng of record additional evidence that was not

previ ously avail able, but applicant did not conply with
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that rule. Mreover, it does not appear that the naterials
submtted with applicant’s brief were unavail abl e before
the filing of the appeal. The Exam ning Attorney’s
objection is sustained. W have not considered this

evi dence.

Appl i cant did not request an oral hearing before the
Boar d.

Turning, then, to the nerits of the issue raised by
this appeal, we note that under Section 2(e)(2) of the
Lanham Act, registration nust be refused when the prinmary
significance of the mark is that of a place generally known
to the public, and the public would make an associ ation
bet ween the goods or services specified in the application
and the place naned in the mark, i.e., they would believe
that the goods or services set forth in the application
originate in that place. See: Inre California Pizza
Kitchen, 10 USPQ2d 1704 (TTAB 1989). See also: Inre
Carolina Apparel, 48 USPQRd 1542 (TTAB 1998); In re Handl er
Fenton Westerns, Inc., 214 USPQ 848 (TTAB 1982). The
addition of a generic or highly descriptive termto a
geographic termdoes not result in a mark which is not
subj ect to refusal under Section 2(e)(2) of the Act. 1In re
Canbridge Digital Systens, 1 USPQR@d 1659 (TTAB 1986); In

re BankAmerica Corp., 231 USPQ 873 (TTAB 1986).
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We hold that the refusal to register in the case at
hand is appropriate because “GREAT LAKES | NSTI TUTE OF
TECHNOLOGY” is a conbination of a generic term “I1NSTI TUTE
OF TECHNOLOGY,” with a term whose primary significance is
that of a geographic place, “GREAT LAKES.” Because
applicant’s services do, in fact, emanate fromthe pl ace
naned in applicant’s mark, the association between the
services and the place by custoners of applicant’s services
can be presuned.

Applicant’s principal argunent is that its mark is not
geographical |l y descriptive because applicant’s services do
not cone fromthe geographic place nanmed in the mark, in
that “applicant does not provide its services in or on the
G eat Lakes.” (brief, p.2) Applicant contends that for
this reason, the Exam ning Attorney has not established
t hat consuners woul d make any associ ati on between the G eat
Lakes and applicant’s services.

In the Hayman case, supra, cited by applicant in
support of its position, the Board held that although that
applicant’s location (Century Cty) was close to the
geographic | ocation named in the mark (SUNSET BOULEVARD), a
goods/ pl ace associ ati on had not been established. 1In the
ot her case argued by applicant, Ex Parte Pacific Coast

Aggregates, Inc., 91 USPQ 210 (Comrir Pats. 1951), the
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Comm ssioner held that while “PACIFIC may not have primary
significance as a geographical term the conbination
“PACI FI C COAST” did, with respect to “any enterprise
operating on the Pacific Coast.” Applicant’s position is
that if its mark were “GREAT LAKES REG ON | NSTI TUTE OF
TECHNOLOGY, ” refusal under Section 2(e)(2) of the Act m ght
be appropriate, but that because the word “REA ON' is not
part of applicant’s mark, the refusal to register should be
reversed.

We di sagree. The record before us in this appeal
establishes that applicant’s mark conbines a generic term
for the services recited in the application with a term
Wi th primary geographic significance. The record shows
that applicant is located in Erie, Pennsylvania, that Erie,
Pennsylvania is part of the Great Lakes region, and that
“I NSTI TUTE OF TECHNOLOGY” is a generic termin connection
with the services set forth in the application. Sinply
put, the evidence anply denonstrates that the term " GREAT
LAKES” is the nanme of a place, and even though that place
is large enough to be terned a “region,” the term
nonet hel ess nanes the place, and it is that place where
applicant’s services are rendered. The fact that the mark
sought to be registered does not include the term“REG QN,”

is not fatal to the refusal to register under the Act.
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Nor is the fact that applicant does not render its
services in Lake Erie or on Lake Erie fatal to the refusal
to register. As the geographical dictionary entry nmade of
record by the Exami ning Attorney nakes clear, it is comon
practice to refer to a location which is near a | ake as
being “on” the lake. (Erie was described as a city “on
Lake Erie.”) Also, as noted above, applicant’s own
materials pronote the connotation of the term*CGREAT LAKES”
as referring to the region, rather than to the Lakes
t hensel ves. Applicant’s explanation of its change of nane
fromthe “Private Acadeny for Career Training” to the
“Great Lakes Institute of Technol ogy” refers to
“recognition of the regional service area of the
institution” and offering career prograns to the residents
of “the G eat Lakes area.” As noted by the Exam ning
Attorney, it is significant that applicant did not state
that the new nane was selected to refer to the five | akes
t hensel ves, but rather because the nane refers to the area
of | and surrounding them

The Exam ning Attorney distinguishes the two cases
cited by applicant in support of the proposition that by
sel ecting a mark which nanes a place which is only near
where applicant renders its service, applicant nmay avoid

the refusal of registration. Unlike the facts in Hayman,
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in the case at hand, the applicant is located within the
geographic place naned in the mark, not nerely near it. In

the Pacific Coast case, although the Conm ssioner noted

that the word “PACIFIC,” by itself, is so broad that it

m ght not be primarily geographically descriptive, the

wor ds “PACI FI C COAST” were held to be geographically
descriptive in connection with a business which operated in
that location. Just as the term “PACI FI C COAST” nanes a
geographic location with sone particularity, the record in
t he case at hand shows that “CREAT LAKES’ identifies a
specific location (which includes the place where applicant
renders its services) with sone degree of specificity.

In summary, when the mark here sought to be registered
is considered in its entirety, its primary significance in
connection with the services recited in this application is
geographic. Accordingly, the refusal to register under

Section 2(e)(2) of the Act is affirmed.



